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Claims 14$ were currently pending in the patent application. With this amendment, 
claims 5, and 740 have beet; canceled, while dab 14 has been added. Of the pending, rejected 
claims, only claim 1 <s .independent claims. Claims 2-4 depends from this independent claim. As the 
( Xnut noted in /« ?? .!•'», "dependent claims sire nonobebus under section 103 if the independent 
claims from which they depend arc nonobvious." 5 U.S.P.Q.2d .1569, 1600 (Fed. Gir. 1.988). Using 
this same rationale, dependent claims cannot be anticipated it the independent claims from which 
they depend arc not anticipated. Since the Applicant respectfully asserts that these tekfetfdefit 
claims are allowable, dependent claims 2-4 are also allowable. Thus, the Applicant respectfully 
requests allowance of ail the pending claims in view of die subsequent remarks regarding the 
above-mentioned independent claims. 

L Remarks re amended or newly presented claims 

There is clear support for newly presented and amended claims 1, 11, 14 in the current 
patent application. More specifically , the support for these newly presented/amended claims can be 
found m FIG. 2 and the detailed description hi paragraph 10 through paragraph 13, Therefore, die 
Applicant asserts that newly presented/recently amended claims do not constitute new matter and 
should be entered in. the current application. 

In addition, amendments to claim 6 involve non-substantive matters (o;?., improper 
dependencies, lack of antecedence, or typographical errors). More specifically, the amendments to 
these claims merely ensure that they do not depend from a canceled claim. Therefore, the Applicant 
asserts that these recently amended elates do not constitute new matter and should be entered in 
the current application. 

Therefore, the Applicant respectfully requests admission of these claims in present 
application. Moreover, these amendments do not narrow the associated claim nor relate to 
patentability. Rather, they are only clarifying amendments that make explicit what was previously 
implicit. 

U. Remarks re 35 U.S.C. §112 rejections 

In paragraph 2 of the Office Action, claims 1-4 are rejected under 35 U.S.C. §112 second 
paragraph as allegedly indefinite because the term digital data .supposedly lacks does not have proper 
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smrecedencc. The Applicants respectfully disagree with this assertion. In fact, this term is first 
introduced as Mows- "combining the digital signal with digital .data stored in a memory device to 
form an integrated signal/' Ilietefote subsequent use of this term in die cbim does have proper 
antecedence. 

In addition, this section's fundamental principle is that applicants can be their own 
lexicographers. Consequently, they can define in the claims their invention essentially in whatever 
terms they choose. For example, an applicant may use functional language, alternative expressions, 
negative kr.nksnior.i8, or any style of expression or format of claim drat makes dear the boundaries of 
protection. As noted in h m Smmbetn\ 439 R2d 210, solely rejecting a claim because of the type of 
language used is not permissible. Similarly, the breadth of a claim is nor to he equated with 
indedniteness. h /rMt/kr, 441 F.2d 689. 

Moreo ver, the defimteness of claim language must be auaiyxed, .not in a vac uum , but in light 
of: (A.) The content of the partkukr applixttwn disdasmr, (B) The teachings of the prior art; smd (Q 
The claim interpretation that would be. given by one possessing the ordinary level of skill in the 
pertinent art at the time the invention was made. MJKB.P. §2173.02. In light of these tktm factors, 
die Applicant cannot understand how claims 1-4 are indefinite. The Office. Action only mentioned 
one of the many phrsises included in this claim instead of the etsum as a whole and did not consider 
the exhaustive description in the specification in combination with one skilled in the art. Therefore, 
the Applicant requests that rejections to chum 1-4 are removed. 

III. Remarks te 35 U.S.C. $101 rejections 

•In the Office Action Office Acoon, claims 1-9 are rejected under 35 U.S.C §101 as alleged!? 
directed to nou statutory subject, matter because they are not bed to a particular machine. Claims 3 
and claims 7-9 have been canceled. Claim 6 now depends, winch is written to statutory subject 
matter. Claim 1 has been amended and -also is written to statutory subject matter; which means 
dependent claims 2-4 are also written to statutory subject matter. 

inventions that produce a useful, concrete, and tangible result are patentable under 35 U.S.C 
§101 based on State S/mf BanA and Trust Ck » Slattern Fwmdd Cmap. Im (47 USFQ 2d 1596). In 
that case, the Federal Circuit Court of Appeals found that a mathematical algorithm used in data 
calculation for administering mutual funds possessed utility. The Court, focused on. the 
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mathematical algorithm's output Since thk output was ujefoi, con crete , and tangib le, the Court 
recognised the utility. 

in summary, claims 1-4, and 6 axe not directed to mere ideas m the abstract, but are directed 
to an advance .in the technological arts that promotes the progress of science and the useful arts, 
these claims demonstrate utility under the $'%tt* Stmt standard because they produce useful, 
concrete, and tangible results. In addition, these claims possess utility because their subject matter as 
described in the parent application specifically identifies utility, which satisfies the L<w$:r standard. 
For all of these reasons, the Applicant requests that the rejections under 35 U.S.C. fiOi be 
withdrawn. 

IV. Remarks re 35 U.S.C. §102 rejections 

In the Office Action, claims 1-3, 5-8, 12-13 are rejected under 35 U.S.C. §102 as allegedly 
unpatentable over U.S. Patent No. 5,264,940 issued to Yasuhiro Komiya ("Kocniya Patent''). 
Chums 5 and claims 7-8 have been canceled and the dependencies of claims 12-13 have changed. 
Since this anticipation rejection applies ro independent claim 1 and the allowance of the dependent 
claims necessarily follows allowable independent, claims, the remaining comments regarding 
anticipation will focus oa these independent claims. M 

A proper rejection of a claim under 35 U.S.C. § '102 requires that a single prior art reference 
disclose each element of the claim. See, et;., UAL Cm & Assoc., 1m. p. Garktk, he, ?2:l P.2d 1540, 
220 USPQ 303, 313 (Fed. Cir, 1983). Those elements must either he inherent or disclosed expressly. 
See, e.g., Cumtamv, yhmmmi Mim-Dmm., he, 848 F.2d 1560, 7 USPQ2d 105? (Fed. Cir. 1988 }; 
Vmi^aG&m., he p. Vmon OilCu., 814 F.2d 628, 2 USPQ2d 105! {Fed. Cm 1987/ The test is the 
same for a process. Anticipation requires identity between the claimed process and a process of the 
prior art. The. claimed process, including each step thereof, must have been described or. embodied, 
either expressly or inherently, in a single reference. Set, GhwmriS.A. v. N<>rikiah: Mki'g & Supp., 
inc., 45 P.3d 1550, 33 U.S.P.Q.2d 1496 (Fed. Cir. 1995). Further, there must be no difference 
between the claimed invention and the reference disclosure, as viewed by a person of ordinary skill 
in the field of the invention. See. e.g.. Serippi CBm^Kes, Pwnd. p. Gmtitedh he : 927 F.2d 1565, 18 
U.S. P. Q. 2d 1001 (Fed. Cir. 1991). la summary, the single prior art reference must properly disclose, 
teach or suggest each element of the claimed mvention, or each step of die claimed process. 
Moreover, "every element of the claimed invention must be literally presen t, arranged as in the claim. 
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■ • • The identical invention must be shown in as complete detail as is contained in the patent claim." 
v« ^. rb ,>, , ^ Ujm/ t c*f «n f « 868 F.2d 1226, 1236 (Fed. Cm 1989). 

Amended claim 1 recites a method for sensing aa image by transforming received light mto a 
sense signal, the .method comprising die steps of; integrating charge, associated, with the received 
light, in an image sensor array: transferring the charge out of die image sensor array; converting the 
charge to a digital signal; combining the digital signal with digital data stored in a memory device to 
form an integrated signal; storing the integrated signal in the memory device such that the integrated 
signal becomes the digital, data; and repeating the above steps N times daring a frame time cycle, 
where N is an integer greater than one, wherein the repeating creates the sensed signal. 

Claim 1 is not anticipated for at least the season that the Komiya Pa tent does not disclose ail 
of the limitations recited in this claim, instead this patent only discloses in column 13, lines 40-55, 
as follows: 

"'Now, the operation of the fourth embodiment will be explained. 
When photographing starts, the controller (not shown) controls the 
shutter control device 80 so as PG, 32 to close the shutter 78- The 
PPN-storing changeover switch 82 changes over to position a in the 
figure, at the same time that the shutter 78 ems off light. Then, the 
signal r ead a fter on e ftamc time of exposure is A/D- converted and 
stored in the FFNf storing ROM 50, I n the next frame, the shutter 7S is 
opened, the subject light from the optical system 30 is projected on the 
CCD imaging dement 38, and at the same time, the PPN-storing 
changeover switch 82 is switched to position b. In this way, as with the 
first: embodiment, the photographing is performed." (emphasis added) 

As indicated in the cited the section, neither the fourth embodiment nor the first embodiment 
described with reference t:<> FIG. 2 only indicate taking a single read for each frame This is not the 
subject matter of claim 1. By disclosing this, this reference cannot anticipate claim 1. 

'lire Komiya Patent cannot anticipate claim P Anticipation requires that a single prior art 
reference, .must properly disclose or teach each dement of the rejected claim. The Komiya Patent 
does not meet, this standard. Therefore, this patent cannot anticipate this claim. .Hence, it cannot 
anticipate claims 2-4, which depend from daim L If the Applicant has overlooked sections that 
disclose die churned limitations, he respectfully requests that the Examiner more clearly identify 
them. 
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CONCLUSION 

Claims 115 were eurrei ttiy pending in the patent application. With iim amendment, 
claims 5, and 7-10 have been canceled, while claim 14 has been added. Since the .Applicant 
.respectfully aspens that these independent claims arc allowable, corresponding dependent claims are 
also allowable. Thus, Applicant respectfully requests allowance of all the pending claims in view of 
the previous .remarks i-egaxdmg the above-mentioned independent claims. 

While it is believed that this response places die application in condition for allowance, 
should the Examiner have any further comments or suggestions, it is respectfully requested that the 
Examiner contact the undersigned in order to expeditiously resolve any outstanding issues. 

it is believed that this response is timely bled without an extension of time, if there is an 
error, the Applicant .respectfully petitions for an Extension of Time under 3? C.F.R. el. 136. The 
Commissioner is hereby authorised to apply any fees in connection with the filing of this paper, 
including extension of time fees, to the deposit account of Texas Instruments Incorporated, 
Account No. 20-0668. 



Respectfully submitted, 

Texas Instruments I ncorporated 
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